The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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This is a decision on an appeal under 35 U S.C. 8§ 134 from
the examiner’s final rejection of clains 1, 2, and 4, which are
all of the clains pending in the above-identified application.

The subject nmatter on appeal relates to a process for the

production of thernoplastic pol yurethane el astonmer. Further
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details of this appeal ed subject matter are recited in
illustrative claim1l reproduced bel ow

1. A process for the production of thernoplastic
pol yur et hane el ast omer conpri si ng

(a) introducing and honobgeneously m xing (A,
(B) and optional (C) in a first static mxer at a
shear rate of 500 to 50,000 s'! and at a tenperature of
50 to 250°C, to forma substantially unreacted m xture
wherein no nore than 10 wt. % of said (A) has reacted
and

(b) reacting said substantially unreacted
m xture in a second static m xer operating at a shear
rate of 1 to 100 s and a tenperature of 50 to 250°C,
to forma thernoplastic pol yurethane el astoner, and

(c) continuously degassing and extruding said
t her nopl asti c pol yuret hane el ast oner,
wherein (A) denotes one or nore isocyanates, and where
(B) denotes a m xture of (Bl) and (B2) where Bl is O
to 85 equivalent-% (relative to the isocyanate groups
in (A)) of one or nore conpounds having an average of
1.8 to 3.0 Zerewitinoff active hydrogen atons and a
nunber average nol ecul ar wei ght of 450 to 10000, and
where B2 is 15 to 100 equivalent-% (relative to the
i socyanate groups in (A)) of one or nore chain
extenders having an average of 1.8 to 3.0 Zerewi tinoff
active hydrogen atons and a nol ecul ar wei ght of 62 to
400, and where (C) is an anount up to 20% (relative to
the wei ght of said thernoplastic pol yurethane
el astoner) of auxiliary additives.

The examiner relies on the followng prior art reference as
evi dence of unpatentability:
Endmann et al. 2,823,762 Dec. 14, 1978

(Endmann) (publ i shed DE
pat ent application)
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Clainms 1, 2, and 4 on appeal stand rejected under 35 U. S. C
§ 103(a) as unpatentable over Endmann.' (Examiner’s answer,
pages 4-6.)

We reverse the aforenentioned rejection. In addition, we
remand the application to the exam ner for consideration of a
possi bl e obvi ousness-type doubl e patenting rejection of the
appeal ed clains over the clains of comonly assigned U S.
Patent 5,739,252 issued to Kirchneyer et al. (Kirchnmeyer) on
April 14, 1998, copy attached.

The exam ner's position is stated as foll ows:

The reference di scloses the production of
t her nopl asti ¢ pol yuret hanes by serially passing
di i socyanat es, polyols, and chain extenders through
two static m xers, wherein an urethanating reaction
occurs within the mxers. See clains and pages 5-11
of the translation of DE 2823762. Though the
reference is silent regarding the clained shear rates,
the position is taken that the shear rates are
i nherent characteristics of the disclosed static
m xi ng process. However, even if the shear rates are
not inherent characteristics of the disclosed process,
the position is taken that it woul d have been obvi ous
to one of ordinary skill in the art to optim ze the
respective shear rates of the static mxers, so as to
arrive at a process which causes honobgeneous ni Xxi ng
and reaction of the pol yurethane and whi ch prevents
accurnul ati on of reaction product within the m xers.
[ Exam ner's answer, page 4; underscoring added. ]

! Like the examiner, we also rely on the English | anguage

transl ati on of Endmann as found in the record.
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Al t hough Endmann t eaches the production of pol yurethanes by
performng the reaction in two serially arranged static m xers
(translation, page 4), we agree with the appellants' analysis
and concl usion (appeal brief, pages 3-4; reply brief, page 2)

that the exam ner has not established a prima facie case of

obvi ousness within the nmeaning of 35 US.C. 8 103. Inre
Pi asecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787-88 (Fed.
Cir. 1984).

As adm tted by the exam ner (answer, page 4), Endmann does
not describe any shear rates for the m xers, much | ess the
specific shear rates recited in the appealed clains. Wile the
exam ner alleges that the recited shear rates would be inherent
in the prior art process, it is well settled that inherency
cannot be established by mere possibilities or probabilities.?
In this regard, the exam ner has not established that the
residence tinmes, flow velocities, and length to dianeter (L/D)
rati os described in Endmann for the prem xer and the second
static m xer (translation, pages 7-10) would necessarily

correlate to the shear rates recited in the appeal ed cl ai ns.

2 See Mehl/Biophile Intd Corp. v. MIgraum 192 F.3d 1362,
1365, 52 USPQ2d 1303, 1305 (Fed. Cir. 1999); In re Celrich, 666
F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981); Hansgirg v.
Kenmer, 102 F.2d 212, 214, 40 USPQ 665, 667 (CCPA 1939).
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Mor eover, Endmann does not describe the exact nature of the
m xi ng el enents, which would normally inpact shear rate.

As to the exam ner's argunent that one of ordinary skill in
the art would have optim zed the shear rates in the m xers, we
poi nt out that there is no evidence to indicate that
optim zation of shear rates in the m xers for the purposes
descri bed i n Endmann woul d necessarily result in the ranges of
shear rates recited in the appeal ed cl ai ns.

For these reasons, we reverse the examner’s rejection
under 35 U.S.C. § 103 of appealed clains 1, 2, and 4 as
unpat ent abl e over Endnmann.

On return of this application, the exam ner should anal yze
whet her any or all of the appeal ed clainms should be rejected as
unpat ent abl e under the judicially created doctrine of
obvi ousness-type double patenting over clains 1 through 4 of
U S. Patent 5,739,252, Patented claim1 recites:

1. A process for the production of thernoplastic
pol yur et haneur ea el ast omer conpri sing
(a) introducing and honobgeneously m xing (A,

(B) and optionally (C in a first static m xer at a

shear rate of 500 to 50,000 s'! and at a tenperature of

50° to 250°C., to forma substantially unreacted
m xt ure and

(b) reacting said substantially unreacted
m xture in a second static mxer operating as a shear
rate of 1 to 100 s and a tenperature of 50° to
250°C., to formthernopl astic pol yuret haneurea
el astonmer, wherein (A) denotes one or nore
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pol yi socyanat es, and where (B) denotes a m xture of
(B1) and (B2) and (B3) where

(Bl) is 40 to 85 equivalent-% (relative to the

i socyanate groups in (A)) of one or nore conmpounds
having an average of 1.8 to 3.0 Zerewitinoff active
hydr ogen atons and a nunber average nol ecul ar wei ght
of 400 to 10000, and where

(B2) is 10 to 60 equivalent-% (relative to the

i socyanate groups in (A)) of water, and where

(B3) is O0to 45 equivalent-% (relative to the

i socyanate groups in (A)) of one or nore chain

ext enders having an average of 1.8 to 3.0 Zerewi tinoff
active hydrogen atons and a nol ecul ar wei ght of 62 to
400, and where

(C is 0to 20% (relative to the weight of said

t her nopl asti ¢ pol yur et haneur ea el astoner) of
conventional auxiliary additives.

Regardi ng the term "pol yuret haneurea, " the patentees define
this termas a "polyurethane[s] with additional urea groups."”
(Colum 1, lines 31-32.) Wth respect to the recitation "a
substantially unreacted m xture,"” the patentees enlighten one
skilled in the relevant art that this would include "up to 10
wt.% of reacted isocyanate groups. (Colum 6, |lines 33-35.)

Thus, it would appear to us that the subject matter of the
patented clainms would have fairly suggested to one of ordinary
skill in the art a process enconpassed by the clains on appeal.
The exam ner shoul d consi der whether a new rejection should be
ent er ed.

The decision of the exam ner is reversed.
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This application, by virtue of its "special" status, requires
an i nmedi ate action. See MPEP " 708.01(D) (7th ed., Rev. 1, Feb.
2000). It is inportant that the Board be pronptly inforned of any
action affecting the appeal in this case.

REVERSED AND REMANDED

JEFFREY T. SM TH
Adm ni strative Patent Judge
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